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DETAILED ACTION 



Double Patenting 

1. The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the ''right to exclude" granted by 
a patent and to prevent possible harassment by multiple 
assignees,. A nonstatutory obviousness -type double patenting 
rejection is appropriate where the conflicting claims are not 
identical, but at least one examined application claim is not 
patentably distinct from the reference claim (s) because the 
examined application claim is either anticipated by, or would 
have been obvious over, the reference claim(s) . See, e.g.. In re 
Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van 
Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaiimer in compliance with 37 
CFR 1.321(c) or 1.321(d) may be used to overcome an actual or 
provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is 
shown to be commonly owned with this application, or claims an 
invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent 
of record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b) . 



2. Claims 1-5 and 8-12 are provisionally rejected on the 
ground of nonstatutory obviousness -type double patenting as 
being unpatentable over claim 37 of copending Application No. 
10/801,734. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because claim 
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37 of application number 10/801,734 teach a faced building 
insulation assembly comprising an insulation layer having a 
length, width and thickness and a first and second major 
surface. The insulation assembly further comprises a facing 
formed by a Kraft paper sheet material having a central field 
portion bonded to the insulation layer by an asphalt coating 
layer that contains an essential plant oil odor-reducing 
additive in an amount approximating 1 part by weight odor- 
reducing additive to 10,000 parts asphalt blend and a fungi 
growth inhibiting agent to render the Kraft paper sheet fungi 
growth resistant. 

This is a provisional obviousness -type double patenting 
rejection because the conflicting claims have not in fact been 
patented. 

Claim Rejections - 35 USC § 103 
3. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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4. The factual inquiries set forth in Graham v. John Deere 
Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 

4- Considering objective evidence present in the 

application indicating obviousness or nonobviousness . 

5. Claims 1-3, 6-10, and 13-14 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Weinstein et al (US 
2001/0030018 Al) in view of Gembala (US 2004/0166087 Al) . 

Regarding claims 1-3 and 8-10, Weinstein et al teach a 
faced fibrous insulation assembly comprising a fibrous 
insulation blanket having a length, a width, a thickness, and 
first and second major surfaces defined by the length and width 
of the blanket (see claim 1 on page 10) . The faced fibrous 
insulation assembly further comprises a facing comprising a 
Kraft paper sheet material having a central field portion, in 
which the central field portion has an outer major surface and 
an inner major surface for bonding to a major surface of a 
fibrous insulation blanket and is bonded to the fibrous 
insulation blanket by coating the inner major surface of the . 
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central field portion with an asphalt coating layer (p. 5, 
paragraph 43) . 

Weinstein et al fail to teach the asphalt coating layer 
containing an odor-reducing additive. However, Gembala teaches 
that the need for odor reduction and masking in the asphalt 
compositions is well known in the construction industry (p.l, 
paragraph 4) . Gembala further teaches that essential plant oil 
odor- reducing additives are added to asphalt in order to reduce 
and mask the odor of the asphalt composition (p,l, paragraph 7) . 
Gembala also teaches that the fragrance is added in moderate 
amounts so as to not interfere with the performance or 
workability of the asphalt (p.l. Paragraph 7). Therefore, it 
would have been obvious to one having ordinary skill in the art. 
at the time Applicant's invention was made to add an essential 
plant oil odor-reducing additive to a asphalt used in the art of 
roofing materials in order to reduce and mask the odor of the 
asphalt composition, as taught by Gembala, and that the amount 
of the additive would be optimized based on the amount needed to 
reduce and mask the odor without interfering with the 
performance of the asphalt, as taught by Gembala . 

Thus, it would have been obvious to one having ordinary 
skill in the art at the time Applicant's invention was made to 
add an essential plant oil odor-reducing additive in the amount 
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claimed to the asphalt containing sheet material of Voigt et al 
and Szwarc in order to reduce and mask the odor of the asphalt 
composition as desired in the construction industry, as taught 
by Gembala. Furthermore, the amount of the additive would be 
selected by one having ordinary skill in the art after routine 
.experimentation to determine the optimal amount desired to mask 
the odor without interfering with the performance or workability 
of the asphalt, as taught by Gembala. 

Regarding claims 6-7 and 13-14, Weinstein et al teach that 
the Kraft paper sheet material includes a foil layer, a scrim 
layer and a Kraft paper layer (p. 5, paragraph 43). 

6. Claims 4-5 and 11-12 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Weinstein et al and Gembala as applied 
to claims 1-2 and 8-9 above, and further in view of Szwarc (USPN 
2,496,566) . 

Weinstein et al and Gembala taken as a whole teach all that 
is claimed in claims 1-2 and 8-9 as presented above, but fail to 
teach that the Kraft paper sheet material with the asphalt 
coating layer is fungi growth resistant. However, Szwarc 
teaches asphalt used to form water-vapor resistant Kraft paper, 
such as the Kraft paper sheet of Weinstein et al, contains a 
fungicide in an amount sufficient to render the sheet material 
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fungi growth resistant (col.l, 1.18-20 and col . 2 , 1 . 6-11) . 
Therefore, it would have been obvious to one having ordinary 
skill in the art that fungicides are added to asphalt coating 
used to form water-vapor resistant coated Kraft paper in order 
to render the paper sheet material fungi growth resistant, as 
taught by Szwarc. 

Thus, it would have been obvious to one having ordinary 
skill in the art at the time Applicant's invention was made to 
add a fungicide to the asphalt coating of Weinstein et al and 
Gembala in order to render the Kraft paper sheet material fungi 
growth resistant, as taught by Szwarc, since one of ordinary 
skill in the art recognizes that fungi growth resistance is 
useful for water vapor resistant coated papers, as suggested by 
Szwarc . 

7. Claims 15-18 and 21-22 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Weinstein et al and Gembala as 
applied to claim 8 above, and further in view of Trabbold et al 
(US 2004/0163724 Al) . 

Weinstein et al and Gembala combined teach all that is 
claimed in claim 8 as presented above, but fail to teach using 
an odorless binder such as acrylic when forming the fibrous 
insulation blanket. However, Trabbold et al teach that it is 
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well known in the art of glass fiber insulation blankets to use 
a phenolic powder resin containing formaldehyde as a binder to 
bond together the glass fibers (p.l, paragraph 7). Weinstein et 
al teach an example of this traditional binder when forming the 
insulation blanket, but also teach that other suitable bonding 
materials may be used (p. 3, paragraph 32) . Trabbold et al goes 
on to teach that although there is no health risk with the 
traditional fiber class using formaldehyde containing binders, 
formaldehyde at higher levels may cause skin irritation and 
sensitivity. Therefore, in consideration of such concerns, 
manufacturers of insulation products have started to offer 
formaldehyde -free products to provide the consumers an 
alternative to the traditional insulation products (p.l, 
paragraph 7) . Trabbold et al teach that the currently used 
formaldehyde free binder used in glass fiber insulation is an 
acrylic thermosetting binder (p.l, paragraph 8). Note that 
acrylic thermosetting binders are inherently substantially 
odorless. Therefore, one of ordinary skill in the art would 
have recognized that acrylic thermosetting binders, which are 
odorless, are substituted for formaldehyde binders in the 
formation of glass fiber insulation, since consumers are 
concerned with the skin irritation and sensitivity caused by 
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higher levels of formaldehyde containing binders, as taught by 
Trabbold et al. 

Thus, it would have been obvious to one having ordinary 
skill in the art at the time Applicant's invention was made to 
substitute an acrylic thermosetting binder, which is odorless 
since it is a known formaldehyde free insulation, as taught by 
Trabbold et al, for the formaldehyde containing binder used in 
the glass fiber insulation blanket of Weinstein et al, in order 
to provide a glass fiber insulation blanket that is formaldehyde 
free, since consumers are concerned about skin irritation and 
sensitivity caused by high levels of formaldehyde, as taught by 
Trabbold et al . 

Regarding claims 17-18, Gembala teach that the odor- 
reducing additive is essential plant oil and the amount of the 
additive would be selected by one having ordinary skill in the 
art after routine experimentation to determine the optimal 
amount desired to mask the odor without interfering with the 
performance or workability of the asphalt, as taught by Gembala. 

Regarding claims 21-22, Weinstein et al. teach that the 
Kraft paper sheet material includes a foil layer, a scrim layer, 
and a Kraft paper layer (p. 5, paragraph 43) . 
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8. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Weinstein et al, Gembala, and Trabbold 
et al as applied to claim 15 above, and further in view of 
Szwarc (USPN 2 , 496 , 566) . 

Weinstein et al, Gembala, and Trabbold et al taken as a 
whole teach all that is claimed in claim 15 as presented above, 
but fail to teach that the Kraft paper sheet material with the 
asphalt coating layer is fungi growth resistant. However, 
Szwarc teaches asphalt used to form water-vapor resistant Kraft 
paper, such as the Kraft paper sheet of Weinstein et al, 
contains a fungicide in an amount sufficient to render the sheet 
material fungi growth resistant (col.l, 1.18-2 0 and col. 2, 1.6- 
11) . Therefore, it would have been obvious to one having 
ordinary skill in the art that fungicides are added to asphalt 
coating used to form water-vapor resistant coated Kraft paper in 
order to render the paper sheet material fungi growth resistant, 
as taught by Szwarc. 

Thus, it would have been obvious to one having ordinary 
skill in the art at the time Applicant's invention was made to 
add a fungicide to the asphalt coating of Weinstein et al and 
Gembala in order to render the Kraft paper sheet material fungi 
growth resistant, as taught by Szwarc, since one of ordinary 
skill in the art recognizes that fungi growth resistance is 
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useful for water vapor resistant coated papers, as suggested by 
S 2 ware. 

Conclusion 

9. The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. Voigt et al 
(USPN 2,280,460); Gaston et al (USPN 3,222,243); Toas et al (US 
2005/0170721 Al) . 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to 
Christopher P. Bruenjes whose telephone number is 571-272-1489. 
The examiner can normally be reached on Monday thru Friday from 
8 :00am-'4 :30pm. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Harold Pyon can be 
reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 

Christopher P Bruenjes 



Examiner 

Art Unit 1772 





May 9, 2006 



